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BEST AVAILABLE COPY 



REMARKS 



Favorable reconsideration of this application in light of the following discussion is 
respectfully requested. 

Claims 1 1 and 15 are presently active in this case. The present Amendment amends 
Claims 1 1 and 1 5 without introducing any new matter. 

The outstanding Office Action rejected Claims 1 1 and 15 under 35 U.S.C. § 1 12, first 
paragraph, as failing to comply with the enablement requirement. Claims 1 1 and 1 5 were 
rejected under 35 U.S.C. §112 second paragraph, as indefinite. Claims 1 1 and 15 were 
rejected under 35 U.S.C. § 102(b) as anticipated by Masaki (U.S. Patent No. 4,380,696). 
Claims 1 1 and 15 were rejected under 35 U.S.C. § 102(b) as anticipated by Libby, Jr., et al. 
(U.S. Patent No. 4,497,996, herein " Libbv "). 

Initially, Applicants respectfully request that the references AO and AP cited in the 
Information Disclosure Statement filed together with the Application on October 8, 2003 be 
acknowledged as having been considered in the next Office Action. An English translation 
of the Abstract of these references was provided. 

In response to the rejection of Claim 1 1 under 35 U.S.C. §112, first and second 
paragraphs, regarding the feature "a predesigned groove," Claim 1 1 is amended to delete 
"predesigned" from the claim language. 

In response to the rejection of Claims 1 1 under 35 U.S.C. §112, first and second 
paragraphs, regarding the feature "an offset between the first work head and the image pickup 
apparatus," this passage is amended to recite "the offset between the work head and the 
image pickup apparatus," to be in accordance with the specification. Applicants' 
specification describes at page 8, lines 4-8 and in Figures 16-17 and 20 a work head 20 and 
an image pickup apparatus 21 (CCD camera), both arranged next to each other, with an 
optical axis of the CCD camera 21 and the main axis of the work head 20 being distanced by 



4 



Application No. 10/680,162 

Reply to Office Action of December 27, 2005 

an offset. It is therefore believed that one of ordinary skill in the art can identify the offset 
between the work head 20 and the optical axis of the CCD camera 21 that has to be 
compensated. In this respect, please see the precedent case Vas-Cath Inc. v. Mahurkar, 935 
F.2d 1555, 19 USPQ2d 1111 (Fed. Circuit), stating that "drawings constitute an adequate 
description if they describe what is claimed and convey to those of skill in the art that the 
patentee actually invented what is claimed" and "[t]hat combination invention is what the 
[patent's] drawings show" and at MPEP §2163.06 stating that "information contained in any 
one of the specification, claims or drawings of the application as filed may be added to any 
other part of the application without introducing new matter" (emphasis added). 

In response to the rejection of Claims 1 1 and 15 under 35 U.S.C. §112, first and 
second paragraphs, regarding the feature "configured to," Applicants respectfully traverse the 
rejection and request reconsideration thereof, as next discussed. 

It is believed that the terminology "configured to" clearly sets forth a structural 
limitation of the claimed element. For example, an image pickup apparatus that picks up an 
image must inherently be configured to pick up an image, and thereby defines the structural 
features of the image pickup apparatus. The specification clearly explains, as an example, 
that "[i]mage information of the piece-inserting hole 37 [is] recognized by a CCD camera 
21" 1 and therefore, the CCD camera, or the image pickup apparatus, must be configured to 
pick-up an image, otherwise such recognizing of image information would not be possible, 
and therefore the expression "configured to" does not introduce any new matter to the claims. 

The outstanding Office Action asserts that "[i]t is not seen wherein the specification 
sets forth the manner or steps required to configure each and every module, nor how such is 
accomplished, hence the metes and bounds of the claim is undefined," 2 without pointing out 
to any authority for such an assertion. Applicants believe that the outstanding Office Action 

1 See Applicants' specification at page 32, lines 16-18. 

2 See the outstanding Office Action at page 4, lines 1-4. 
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is improperly extending the prohibition stated in MPEP §2111 .04, "[c]laim scope is not 
limited by claim language that suggests or makes optional but does not require steps to be 
performed, or by claim language that does not limit a claim to a particular structure." In that 
regard, MPEP §21 1 1.04 provides guidance that claim wording "adapted to" or "adapted for" 
fails to limit a claim to a particular structure. However, MPEP §2111 .04 does not implicate 
the "configured to" as being improper. In this regard, Webster's dictionary clearly defines 
both expressions in substantially different terms: 
configure : 

To put together or arrange the parts of in a specific way or for a specific 
purpose; form into a configuration. 

adapt : 

To make suitable to requirements or conditions; adjust or modify fittingly. 

Thus, from Webster's dictionary, "configured to" clearly sets fourth a definite 
structural limitation, while the expression "adapted to" is essentially advisory in the sense of 
making something "suitable" for a particular requirement. Therefore, Applicants believe that 
the wording "configured to" clearly sets forth the structural distinction. 

See also State Street Bank & Trust Co. v. Signature Financial Group Inc. 149F.3d 
1368, 47 USPQ2d 1596 (Fed. Circ.1998), in which Judge Rich used the expression 
"configured to" in referring to structure disclosed in the specification of that patent in issue as 
corresponding to respective means-plus-fimction claim limitations. As used by Judge Rich, 
the references to "configured to" clearly connote structure . 

The same rational is applicable for every element of Applicants' Claims 1 1 and 15, 
that is configured by a specific structural limitation for performing a specific function. 
Therefore, it is believed that the specification supports the "configured to" language of 

3 See the attached dictionary definitions, page 15, first column, and page 280, first column of Webster's college 
dictionary, second revised edition, April 2000. 
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Applicants' Claims 1 1 and 15, adds structural distinction to the claim language, and that no 
new matter was added to the claims. 

In response to the rejection of Claim 1 1 under 35 U.S.C. §112, first and second 
paragraphs, regarding the feature "configured to detect a position of the groove" (emphasis 
added), Claim 1 1 is amended to delete the "detecting apparatus," since Applicants' 
specification explains from page 35, line 22 to page 36, line 7 that "[t]he image processing 
apparatus 22 detects the actual groove position from the image." In addition, Claims 1 1 and 
15 are amended to delete the term "first" from the image processing apparatus and the work 
head for clarification. Since these changes are either supported by the specification as 
originally filed, or are merely formal, the amendments do not introduce any new matter. 

In response to the rejection the terms "groove," "object," "at least one image," and 
"deviation," as not having a proper antecedent basis, under 35 U.S.C. §112, second 
paragraph, Applicants respectfully traverse the rejection. Lack of antecedent basis is defined 
in MPEP §2 173.05(e) and recites "[a] claim is indefinite when it contains words or phrases 
whose meaning is unclear. The lack of clarity could arise where a claim refers to 'said lever' 
or 'the lever,' where the claim contains no earlier recitation or limitation of a lever and 
where it would be unclear as to what element the limitation was making reference" (emphasis 
added). All these terms clearly have antecedent basis in Claim 11, and are also supported by 
the specification as originally filed. Therefore, Applicants request reconsideration of this 
rejection. 

In response to the rejection of the terms "the nominal position" and "a position" as not 
having a proper antecedent basis, under 35 U.S.C. 1 12, second paragraph, Claim 1 1 is 
herewith amended to clarify that there is a position and a nominal position. These features 
find non-limiting support in the specification as originally filed, for example in Figure 18, 
steps S72, S74 and S75, and in the specification from page 33, line 5, to page 34, line 26. 
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Accordingly, in view of amended Claim 1 1 , it is believed that the claim is definite and 
supported by the Applicants' specification, and that there are also no outstanding issues on 
antecedent basis. If, however, the Examiner disagrees, the Examiner is invited to telephone 
the undersigned who will be happy to work with the Examiner in a joint effort to derive 
mutually acceptable language. 

In response to the rejection of Claims 1 1 and 15 under 35 U.S.C. § 102(b) over 
Masaki, Applicants respectfully request reconsideration of this rejection and traverses the 
rejection, as discussed next. 

Masaki describes a control apparatus for a manipulator welding apparatus that 

includes a vision correction system. 4 However, Masaki fails at least to teach or suggest 

an image processing apparatus configured to process at least one 
image picked up by the image pickup apparatus; and configured to detect a 
position of the groove based on the at least one image, 

as recited in Applicants' Claim 1 . Masaki clearly explains that a projection unit 30 projects 

and optical slit pattern (line pattern 66) onto work piece portions 60, 61 . 5 Subsequently, 

Masaki' s camera 28 detects a transformed light pattern image, by detecting intersection of 

the lines 64 and 66, or 74 and 76, respectively. 6 Masaki thereby defines a welding path 68, 

for example with the points A, B, C and D. 7 Accordingly, defining a welding path 68 based 

on line pattern images, as taught by Masaki , is not detecting a position of the groove based 

on the at least one image, as recited in Applicants' Claim 1 1 . In addition, Masaki clearly 

fails to teach or suggest that the image processing apparatus is further configured to process 

the image to convert image information to shape information, as further recited in dependent 

Claim 15. 



4 See Masaki in the Abstract. 

5 See Masaki at column 6, lines 54-66. 

6 See Masaki at column 3, lines 16-21, from column 6, line 67, to column 7, line 10, and in Figures 3 and 4. 

7 See Masaki at column 7, lines 46-52. 
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The outstanding Office Action further argues that the claim language "configured to" 
is a statement of desired and intended use, and that such limitations are considered a method 
limitation. 8 Applicants respectfully disagree, since elements of a device that are configured 
to perform an action must be structurally configured to perform such an action and therefore 
the term "configured to" is clearly a device limitation. Applicants note that none of the 
precedent cases cited in the outstanding Office Action held that the limitation "configured to" 
in relation with a claim element is considered "intended or desired use," as next discussed. 

In the In Re Pearson case, it was held that "[t]he preambular recitation 'for mixing 
flowing developer material . . .' and the additional recitation 'completely submerged in the 
developer material* relate to the identity of the material worked upon by the claimed 
apparatus and the intended manner of employing the claimed apparatus" (emphasis added). 
However, these statements do not apply to Applicants 5 Claim 11, since the claim language 
clearly set fourth structural limitation of the claimed elements themselves, if the elements are 
"configured to" perform a particular action. In contrast to the precedent In Re Pearson, the 
elements being configured to perform an action are not (A) preambular recitations, nor (B) 
identify elements or material that are not part of the claimed invention. A similar rationale is 
applicable for the remaining precedent cases stated in the outstanding Office Action at page 
8, lines 3-5. Therefore, Applicants traverse the statements of the outstanding Office Action 
that the claim language "configured to" is a statement of intended or desired use, and 
respectfully request examination of all the features of Applicants' Claims 1 1 and 15. 

Regarding the outstanding rejection of Claims 1 1 and 15 over the reference Libbv 
under 35 U.S.C. § 102(b), Applicants also traverse this rejection and request reconsideration 
thereof, as next discussed. 



8 See the outstanding Office Action from page 7, line 20 to page 8, line 5. 
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Libbv describes an arc welding system, wherein an image acquisition system uses a 
hollow conical beam of light to illuminate the welding object. 9 Just like in the reference 
Masaki Libbv produces the beam of light with a welding vision assembly 16, so as to 
produce a welding object illumination beam 84a, that is captured by a camera. 10 

Accordingly, a welding object illumination beam 84a used to illuminate a welding 
object, as taught by Libbv . is not detecting a position of the groove based on the at least one 
image, as recited in Applicants' Claim 11. In addition, Libbv also fails to teach or suggest 
that the image processing apparatus is further configured to process the image to convert 
image information to shape information, as recited in dependent Claim 15. 

Therefore, the applied references fail to teach or suggest every feature recited in 
Applicants' claims, so that Claims 1 1 and 15 are believed to be patentably distinct over 
Masaki and Libbv . Accordingly, Applicants respectfully traverse, and request 
reconsideration of, the rejection based on Masaki and Libbv . 11 

Consequently, in view of the present Amendment, no further issues are believed to be 
outstanding in the present application, and the present application is believed to be in 
condition for formal Allowance. A Notice of Allowance for Claims 1 1 and 15 is earnestly 
solicited. 



9 See Libby in the Abstract, lines 1-4. 

10 See Libbv at column 3, lines 25-35 and at column 4, lines 61-63. 

11 See MPEP 2131 : "A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference," (Citations omitted) (emphasis added). 
See also MPEP 2143.03: "All words in a claim must be considered in judging the patentability of that claim 
against the prior art." 
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Should the Examiner deem that any further action is necessary to place this 
application in even better form for allowance, the Examiner is encouraged to contact 
Applicants' undersigned representative at the below listed telephone number. 



Respectfully submitted, 




OBLON, SPIVAK, McCLELLAND, 
M£lER)& NEUSTADT, P.C/ 



Customer Number 



22850 



Eckhard H. Kuesters 
Attorney of Record 
Registration No. 28,870 



Tel: (703)413-3000 
Fax: (703)413 -2220 
(OSMMN 06/04) 
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confermeri^ ■ V conftrmare to] strengthen; s _ . , , , „ 

i ble; J c^'.C :: ^c6nVfirTn/a»bil / i»ty, n^ J , ^ - , an atorhiCiSpatial arrangement that results* from rotation of C4 

. 'con«fir*ma*tion ^(kon^fdr^'ma^shan) ,?j&k1 i\the': act *;of < connrteing.?2. :rOnis}ibpuHsi^ 

the state, of being confirmed:,- 3. sometJiijig^that cbrifirrns.ras a corrob- '-configuration) . [1 505-1 5; <f^L]J^-<on^f oi^n^>tionWal,riz4/^^: s 
i orative statement onpiece. of: evidence"; 4:'a Christian rite administered-: xpn«f orm#ist > 0can-fdr<mis't) ; :n,;"^-fa\ person >hoicb^pfms^^v 

- to baptized, persons, regarded . as a sacrament -endowing. 'gifts': of the . ^questioningly^ to^theiusuai^ • ..: 
Holy. Spiritsorias a-ceremohyibf admission to ••' full communion^ witn'f a ' ^etc;;f 2. 4 {often=,cap.) ar>p>reoh-who ? cohfonns:to^ 




- . . ... . ,;:t-..T-'-;i. .- ... .... ; . .... 

con*firm«aoto*ry (kan fur'ma tb^e, -tor^e) also" con«firm/a»tive/ con»form»i«ty -(kan -fo^rni^te) , ; n.r pl° rties^rl : faction , in jacc^ jl-j 

adj. serving to confirm; corroborative. [1630-40; ;-<>ML] ' r?.- a; 7f*; . -'.^prevailing social' "standards; :attitudes^practices;- etc.3 ? 2. : jOT ; 
con«f irmerdL (kan furmdO; adj.' 1; made ^certain as fa truth/ accuracy; -va- fuf in . form, nature,- or- character; agreement; ebngrui^ 
tj lidity, etc. ?2." setded;. ratified. ,3." firmly established in a habit or condi- . ^acquiescence;^ ob^dience.^4fethe frelatior^ 

. tion; inveterate: a confirmed bachelor -.7:4. giv 'en additional determination; ^formable gmlogic^stra^-Cbmparel unconformity- (def. ■2}£\i$$i£. 
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